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RECEIVED 

CENTRAL FAX CENTER ^ ^ ^ ^ 

Appl No.: 09/916,543 np p * c JTJPC 

y B ^ nn ** Tn Offic e A-Him Fifed With RCE UtL 1 3 

REMARKS 

Claims 1, 2, 4, 7 to 17, 20 to 77, 79, 80, 82 to 108 and 1 10 to 124 are the pending claims, 
of which Claims 1, 11,16, 24, 29, 31, 75, 107, 108, 111 and 1 12 are the independent claims. 
Reconsideration and further examination arc respectfully requested. 

By the Office Action, the claims are rejected under 35 U.S.C. § 103(a). More 
particularly, Claims 1,16, 29, 75, 107 and 108 are rejected over U.S. Patent No. 6,125,385 
(Wies) and U.S. Patent No. 6,337,696 (Lindhorst), Claims 2, 4, 9 to 13, 17, 22 to 26, 30 to 74, 
76, 77, 79, 80, 82, 85 to 106 and 1 10 to 124 are rejected over Wies, Lindhorst, and U.S. Patent 
No. 5,996,003 (Namikata), Claims 7, 8, 20, 21, 83 and 84 are rejected over Wies, Lindhorst, 
Namikata and U.S. Patent No. 5,708.780 (Levergood), and Claims 14, 15, 27 and 28 are rejected 

over Wies, Lindhorst, Namikata and U.S. Patent No. 6,128,649 (Smith). Reconsideration and 

withdrawal of the rejection are respectfully requested. 

Turning to the specific language of the claims, Claim 1 recites a method of adding 
interactive functionality to a web-page. According to the method, a request for the web-page is 
received from a first user. The requested web-page is retrieved, and script code is embedded 
within the requested web-page to add interactive functionality to the web-page. The step of 
embedding the script code is performed absent user editing and comprises parsing the requested 
web-page to determine an appropriate location to embed script code that is absent from the 
requested web page prior to the parsing. The requested web-page having the embedded script 
code is transmitted to the first user. 
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In accordant with to m.tod of Ciaim 1, to 4 of embedding to scrip, code parses a 
seated page to determine an appropriate location «> enjbed scrip. «* to. is absen. from to 
re,uested web page prior . to parsing and embed to scjript code within to rennet web 
page. As recited in Claim 1 . embedding to script code l| performed absent user editing. 

i 

At page 2, the Examiner indicates that she is interpreting the "absent user editing" 
language to mean that the embedding and parsing are performed by software. The Examiner 
alleges that there is no "antecedent basis" in the specificjmon for the claim language, and 
requests that Applicant identify the support for the language tod in me present application. In 
addition, the Examiner cites MPEP § 2173.05(1) and indicates that "any claim containing a 
negative limitation which does not have basis in the origU disclosure should be rejected under 
35 U.S.C. § 112, first paragraph, as failing to comply with the written description requirement - 



In response, as an example of some portions of the present application that provide 
support for the referenced claim language, Applicants respectfully refer the Examiner to Figure 
4, and the corresponding description commencing at pamgraph 35 (paragraph references are 
based on the numbering used in the published application), of the present application. As is 
described in the detailed description and shown in stepj, 804, 806, 808, 810 and 812 of Figure 4, 

in response to receiving a request for a web page from|a user, a server retrieves the web page. 

parses the web page to identify a location to add scrip^ code, adds the script code to the web page 

at the identified location, and transmits the web page to the user. 
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I, is clear fiom d» rtacripnon, and d. Examiner U correct. <he> - P«»— * 

usinn cod, executing - • As can ri» be seen from «. referenced portions of the 

present application, in accordance with a, leas, one disclosed embodiment software executing on 
. server performs steps of parsing a web page and embedding scrip, code into .he web page, no. 
a user. The user requests the web page and receives the web page with the scrip, cod. embedded 
in the web page. The web page is modified by the code executing onto server, not by fte use, 
ft is clear from me description provided in the present application that .he user does not perform 
any editing on the web page, and tha, there is indeed no need for editing on .he p.* of .he user. 

The absence of use, editing to embed the scrip, code in a web page is also supported by 
the illustrative examp.es of ways in which tire embedded scrip, code is used . add functionality. 
By way of ius. one non-limiting example, Ore scrip, code is embedded into a web page used in an 
educational setfng by a teacher a*i her students. The embedded scrip, code adds func.iona.ity 
to the web page to allow me teacher to make markings in the displayed text of a text book, which 
markings are then communicated to each of the student's displayed texftook text so tha. me 
students are able to receive real-time, interactive instruction over .he Internet, and withe* the 
need for specialized or expensive hardware. If tt was necessary for .he .eacher and each of the 
students to receive ft. web page and perform editing to embed .he script code into the received 
web page, it would have most certainly been described in the present application. 

Reference is respectfully made to & parte Paris. 30 USPQ 1234 (Bd. Pat. App. & Int. 
1 ,93), which is cited in MPEP § 2173.05(f). In addressing the question of adequate descriptive 
support under 35 O.S.C. § 112, firs, paragraph, the Board concludes that there is no Kteral 

requirement under 35 U.S.C. 1 12, first paragraph, and states, at page 1236: 
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Mhe examiner contends that the ejected claims Jack adequate 
descriptive support because there is "no literal basis for the claim 
UmitaK - to the absence of a catalyst." Clearly, the observat.on of a 
Sof Iheral support docs not, in and of itself, 'establish a prima fac.e 
cSe for bek of adequate descriptive support under the first paragraph of 
35 U.S.C. § 1 12. [citations omitted] 
The Board referred.0 ficpar* 231 USPQ 393 (Bd. Pa.. App. & Int. 1983). 

which was sited in the Office Action, noted that the decision therein was based on the particular 
facts of that case, and then held that: 

[iln the situation before us, it cannot be said ft* the origmatly-fjle A 
d sc "sure would not have conveyed to one having ord.nary skill in the 
art that appellants had possession of the concept of conducting tte 
dtompo'S oVstep gating nitric acid ^^l^Zin 
See, for example, column 5 of the '562 P^^^^l^c 
FIG. 4 is discussed. Pyrc-lysis temperatures of,betwecn 60 ^desrees C 
and 700 degrees C, and above 700 degrees C were "^f^™" 8 
conversion of chemically bound nitrogen to n}tf.c oxide Smooth 
conversion was obtained above 700 degrees G, while the OP™ 
cZers on was found to occur above 900 degrees C Throughout the 
SSSlnSw seem to cry out for analyst if one were used, 
no mention is made of a catalyst Id. 
ta *e present case, as was conceded by Board in b tart. Parks, i« cannot be said tot 
the originaUy-flled disclosure would no. have conveyed » one having ordinary ski.1 in the art the 
concept of performing an embedding sttp absent user editing. It can only be said that there is 
clear and ample descriptive support for the "absent ^crediting" claim language under 35 U.S.C. 
§ 112, first paragraph. 

Turning to the art rejections, to response to Applicants' previous remarks, the Examiner 
refers to Ltadhorst's ability to insert new script code, a*d contends that new scrip, code is 
inserted without editing ft. script code. This position ignores the ft* that editing is performed 
by the user regardless of whether the script code is neW or existing code, and tha. tire new serin, 
code cannot be inserted without editing performed by ft, user. Reference i, respectfully made to 
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step 106 of Figure 3 of Lindhorst, which describes the process by which the user edits a 
documented can add new scrip, code to the doormen, inedinng document Step ^ofFifmre 
3 opens the documen, for editing by to user. As par. of edinng the web page, to user performs 
an editing operation, in steps 124 to 1 30, which results in new script code being generated, at 
step 140. Prior to the completion of the editing process, to document is rebuilt to include to 
serin, code, at step ISO. .fit is assumed, arguendo, that to step 150 of Figure 3 corresponds to 
embedding script code (an assumption to. is in no way conceded), it certainly canno. be said 
ft* to embedding of scrip, code is performed absent user editing. The scrip, code, new or 
existing, is inserted in* to document a. step 150 of Lindhors, as an integral pari of to editing 
performed by the user. 

The Examiner's response «ta to Figure 5 and Figure 8 of Lindhorst bout of which 
show steps performed as par. of to editing process described in Lindhors,. As is described a, 
col. 3, lines 55 to 67 of Lindhorst, Figure 5 shows to parsing process performed at the beginning 
of to editing process, a, step 106 shown of Figure 3, and Figure 8 shows the document 
reaction process performed a. the end of the edinng pn*ess, a, step 150 of Figure 3. The 
parsing and to document reconstfuction shown in Figures 5 and 8, respectively, cannot be said 
to be performed absent user editing. 

Furthermore, i, canno, b* said to. to parsing performed ™ "■*«* —P"* 40 to 

parsing performed as par, of to claimed embedding step. The parsing performed in Lindhorst is 
performed as par, of document editing, and to editing process shown inFigure 3 of Lindhorst 
More particularly, with reference to steps .06 and 110 of Figure 3 of Lindhorst to editing 
process opens to documen, and parses to documen, for editing by to nser. Figure 5 of 
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Undtors, provides the detailed steps of the parsing referred to in step 110 of Figure 3. As is 
dear tarn Lindhor* document parsing is performed as par, of the editing process described in 
Lindhorst and cannot be said to in any way correspond to fc claimed parsing which is par, of an 
embedding step performed absent user editing. 

The Office Action concedes that Weis fails to disclose or suggest parsing a web- P age to 
determine an appropriate location to embed the script cod. In light of the concessions made in 
the Office Action, Weis cannot be said to disclose or suggest performing the step of embedding 
script code absent user editing by parsing the web page to determine an appropriate location to 
embed the script code. Furthermore and as discussed below, Lindhorst fails to disclose 
embedding script code within a requested web page prior to transmitting the web-page to a 
requesting user, the step of embedding the script code being performed absent user editing by 
parsing the requested web page to determine an appropriate location to embed script code that is 
absent from the requested web page prior to said parsing. 

At page 4, the Office Action states that: 

Hit would have been obvious to one of ordinary skill in the art at the time 
he Sta was made given the suggestions fin] Weis for enhancmg 
SS* 8 on web pages [to incorporate ,] th. teachings of 
Eorst implementing a user interface for creahng/ed.ting these 
interactive functionalities on a web pages [sic]. One would be moUvate 
^Liponn Lin^t teachings into [sic] enable onew.thout 
xtime convexity, writing a .in* line of code or 
programming "knowledge or the syntax thereof to ,m P lement the 
enhancement, taught by Wies. 

The Examiner's own grounds for rejection concede that Lindhorst describes an 
environment for editing a document to add code to the document. 
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Even while the above should be sufficient reason 
U.S.C. 1 03(a) rejection of the claims, it is further submitted jft* there is no suggestion for the 
proposedhypotheticalcombination. Weis focuses on an environment to provide sensory 
feedbacktoauserbyt^^ 

objects to control operation of force feedback devices to provide the sensory feedback to the 
use, In contrast, Lindhorst describes an editing/development environment in which a user 
edit an HTML object/document. The two environments ar| 

provide a suggestion, motivation or teaching to combine, *t alone to make the hypothetical 
combination suggested in the Office Action. It is further submitted that any hypometical 
combinationofWeis and Lindhorst would result in ren^-e, or other or both inoperable 



can 



for their intended purpose. 

The cited portions of Namikata have been reviewejl 
deficiencies noted above. 



Claims 1, 11,16, 24, 29, 31 (and the claims that 
to be in condition for allowance. In addition, for at least 
11 1 and 1 12 (and the claims that depend therefrom) are 



allowance. 



not at alt compatible, and neither 



and are not seen to remedy the 



depend therefrom) are therefore believed 
ihe same reasons, Claims 75, 107, 108, 

i 

! 

b! slieved to be in condition for 
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I„ view of the foregoing, the entire application i. believed to be in condition for 
allowance, and such action is respectfully requested a, to Examine* earliest convenience. The 
Applicant respectfUU, quests that a thnely Notice of Allowance therefore be issued in this 
case. Should matters remain which the Examiner believes could be resolved in a tether 
telephone interview, tire Examiner is requested to telephone the Applicant's undersigned 
attorney, 

In this regard. Applicant's undersigned attorney may be reached by phone in California 
(Pacific Standard Time) at (714) 708-6500. All correspondence should continue to be directed to 

the below-listed address. 

The Commissioner is hereby authored to charge any required fee in connection with the 
submission of this paper, any additional fees which may be required, now or in the future, or 
credit any overpayment to Account No. 50-2638. Please ensure that the Attorney Docket 
Number is referred when charging any payments or credits for this case. 

Respectfully submitted, 



Date: December 15, 2006 




Jarolc A. Quran 
Reg. No. 39,000 
Email: quinnc@gtlaw.com 
Phone: (714) 708-6500 



Customer Number 32361 
GREENBERG TRAURIG, LLP 
Met Life Building 
200 Park Avenue, 20 l Floor 
New York, New York 1 0 1 66 
Phone: (212) 801-9200 
Fax: (212) 801-6400 

NY 238244241 
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